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    Responsive to the Office Action mailed on April 17, 2012 in the above-captioned matter, Applicant

respectfully requests reconsideration of this case. In the first Office Action (dated November 28, 2010),

the Examining Attorney refused registration on the grounds that: (1) there was a likelihood of confusion

under Section 2(d), with prior registered marks; (2) the identification of goods required clarification;

and (3) there were multiple classes of goods identified, but only one class was described and the fees

paid for.  Applicant timely responded to this Non-Final Office Action by entering an amendment of

goods and addressing the Examining Attorney's Section 2(d) refusal.  In response, the Examining

Attorney issued the first Final Office Action (mailed on June 27, 2011), which continued to refuse

registration on the grounds that the identification of goods required further clarification.  Further, the

refusal of registration under Section 2(d) was withdrawn, as the Examining Attorney had "carefully

considered applicant's arguments with regard to [the issue of likelihood of confusion] and finds them

persuasive."  See Final Office Action, dated June 27, 2011, at p. 2.    

    Thereafter, on December 27, 2011, Applicant filed a Request for Reconsideration amending the

identification of goods, which was acceptable to the Examining Attorney because she approved the

instant mark for publication on December 28, 2011.  See Exhibit A.  Subsequently, on January 20, 2012,

the Examining Attorney completed the publication/issue review.  See Exhibit B.  No further activity

occurred on Applicant's file until February 3, 2012, when the application was inexplicably withdrawn

from publication and the Examining Attorney's previous allowance was withdrawn on March 16, 2012. 

See Exhibit C.  On April 17, 2012, nearly four (4) months after the instant application was approved for

publication, the current additional Final Office Action was issued.

In light of Applicant successfully overcoming all of the refusals set forth in the Examining Attorney's

November 28, 2010 Non-Final Office Action and June 27, 2011 Final Office Action, as evidenced by



the Examining Attorney's approval of the instant mark for publication on December 28, 2011, Applicant

respectfully submits that the instant application is in condition for allowance, as previously determined

by the Examining Attorney and requests that the Examining Attorney again withdraw her refusal to

register the instant mark based on an alleged likelihood of confusion and, again, approve the instant

mark for publication and registration.

 

ARGUMENT

 

    Applicant hereby requests that the Examining Attorney again withdraw her refusal under Section 2(d)

for alleged likelihood of confusion for, inter alia, the following reasons: (1) Applicant's mark NUART

CAN AM is not confusingly similar to the two cited prior registered marks, CAN-AM EXOTICS and

CAN-AM, because, taken as a whole, the additional word NUART is sufficient to distinguish

Applicant's mark from the two cited marks; (2) Applicant's goods are not closely related to the

registrants' goods because the goods are not identical and do not originate from the same sources; (3) the

high sophistication of the buyers and price point of the goods weigh against a likelihood of confusion;

(4) the number and nature of similar marks in use on similar or related goods weighs against a

likelihood of confusion; and (5) there is no likelihood of confusion between Applicant's mark and the

two cited registrations based on the representations made in the consent agreement between the prior

registrants that their respective marks and the "goods and/or services in connection with which they are

either used or intended to be used, are sufficiently different to avoid confusion as to either source of

origin or sponsorship" and "to date, no instance of actual confusion has been brought to the attention of

either party."  See Exhibit D.

 

    For the foregoing reasons, Applicant respectfully requests that the Examining Attorney withdraw her

refusal based on a likelihood of confusion and pass Applicant's NUART CAN AM mark to publication.

 

I.          APPLICANT'S MARK IS NOT CONFUSINGLY SIMILAR TO THE CITED

REGISTERED MARKS BECAUSE APPLICANT'S MARK IS DISSIMILAR FROM THE

PRIOR MARKS AS TO APPEARANCE, SOUND, CONNOTATION AND COMMERCIAL

IMPRESSION.

            A mark is confusingly similar to another mark if, among other things, there is a similarity in

sight, sound, meaning or connotation and commercial impression.  In re E.I. du Pont de Nemours & Co.,

476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973).  

 

            Here, in the first instance, Applicant's mark contains a word that the two cited registrations do

not have, NUART, for which Applicant received a Notice of Allowance from the Trademark Office on

April 24, 2012.  See Exhibit E.  Additionally, with regard to the word(s) that Applicant's mark allegedly

has in common with the two cited registrations, Applicant's mark lacks the hyphen between the words

CAN and AM contained in the two cited registrations.  Therefore, there are at least two major



differences between the appearance of Applicant's mark and that of the two cited registrations, in

addition to the order of the words in the cited registration CAN-AM EXOTICS compared to that of

Applicant's mark NUART CAN AM.  

 

            Further, Applicant's mark does not sound like the two cited registrations mainly because of the

additional word NUART that is present in Applicant's mark, but is lacking from the two cited

registrations, and the order of the words in CAN-AM EXOTICS versus NUART CAN AM.

 

            Moreover, the additional word in Applicant's mark causes it to have a different connotation or

meaning than the two cited registrations.  Finally, Applicant's mark does not have the same commercial

impression as the two cited registrations due to the additional and different word in Applicant's mark,

which word has a commercial impression of its own, as evidenced by the Trademark Office's issuance

of a Notice of Allowance for the NUART mark.  See Exhibit E.

 

            As such, in light of Applicant's argument that its applied-for mark is not similar to the two cited

prior registrations with regard to its appearance, sound, connotation or commercial impression, and

therefore, does not create a likelihood of confusion for consumers, Applicant respectfully submits that

the NUART CAN AM mark is eligible to pass to publication and registration.

 

            A. Applicant's Mark Has A Different Appearance Than The Two Cited Marks.

            It is well-established that "[t]he test of likelihood of confusion is not whether the marks can be

distinguished when subjected to a side-by-side comparison, but whether the marks are sufficiently

similar that there is a likelihood of confusion as to the source of the goods or services."  TMEP §

1207.01(b); see In re Iolo Techs., LLC, 95 U.S.P.Q.2d 1498, 1499 (TTAB 2010).  It is also true that a

comparison of the marks in question must take into account '[a]ll relevant facts pertaining to appearance,

sound, and connotation . . . before similarity as to one or more of those factors may be sufficient to

support a finding that the marks are similar or dissimilar.'  TMEP § 1207.01(b); Recot, Inc. v. M.C.

Becton, 214 F.3d 1322, 1329, 54 U.S.P.Q.2d 1894, 1899 (Fed. Cir. 2000).  Further, "on the issue of

trade-mark infringement words are not to be compared syllable by syllable, vowel by vowel and

consonant by consonant.  Instead they are to be compared as ordinary purchasers of [the goods] would

compare them, that is, on the basis of similarities in their general appearance both in construction and in

over-all impression on the eye."  Coca-Cola Co. v. Snow Crest Beverages, 162 F.2d 280, 283-84, 73

U.S.P.Q. 518 (1st Cir. 1947) (affirming the trial court's decision that the POLAR COLA mark did not

infringe the COCA-COLA mark on the basis of likelihood of confusion).

 

            Here, the mere fact that all three marks contain the words "CAN AM" does not in and of itself

render the marks similar enough to rise to the level of being confusingly similar, especially insofar as

there are many marks in existence that contain identical wording to other marks, but were registered



nonetheless and co-exist in the marketplace without confusion.  

 

            Further, the Examining Attorney asserts that Applicant's mark and the two cited registrations

contain identical wording, however Applicant still maintains that the wording that the three marks have

in common, CAN AM, is not a significant part of its mark.  Applicant is not in a position to determine

whether or not CAN AM is an important part of the two cited marks.  

 

            By way of example, unlike the small difference of one letter (the letter "y" versus the letter "d")

between the marks at issue in In re Digirad Corp., "ray" as compared to "rad", here, Applicant's

NUART before CAN AM as compared to one cited registrant's EXOTICS after CAN-AM and the other

cited registrant's CAN-AM alone differ greatly from one another visually, as well as with regard to their

sound.  In re Digirad Corp., 45 U.S.P.Q.2d 1841 (TTAB 1998).

 

            Moreover, there is a difference in punctuation between the three marks.  Applicant's mark does

not contain any punctuation, whereas the "identical wording" noted by the Examiner, CAN-AM, does

contain punctuation in the two cited registrations, specifically, a hyphen between CAN and AM.  A

difference in punctuation amounts to an additional difference between the allegedly common portion of

Applicant's mark and the two cited marks.  

 

            Even more important than the difference in punctuation between and the word order of the

marks is the fact that Applicant's mark contains an entirely different word than the two cited marks,

NUART, which word is inherently distinctive as evidenced by the Trademark Office's issuance of a

Notice of Allowance for the NUART mark on April 24, 2012.  See Exhibit E.

 

            Therefore, Applicant respectfully submits that its NUART CAN AM mark does not look like the

two cited registrations and should not be denied registration on that basis.

 

            B. Applicant's Mark Does Not Sound Like The Two Cited Marks.

            For reasons akin to why Applicant's mark does not look like the two cited marks, Applicant's

mark does not sound like the two cited marks either.  Although the three marks have the wording CAN

AM in common (aside from the difference in punctuation referenced above), CAN AM is not a

dominant part of Applicant's mark. 

 

            The Examining Attorney argues that CAN-AM is the dominant portion of the mark CAN-AM

EXOTICS because EXOTICS is arguably descriptive and was disclaimed by the registrant.  See Final

Office Action, dated April 17, 2012, at p. 3.  Similarly, CAN-AM makes up the entirety of the second

cited registered mark.  Nevertheless, Applicant respectfully disagrees with the statement that CAN AM

is the dominant portion of Applicant's NUART CAN AM mark.

 



            Further, Applicant also respectfully disagrees with the Examining Attorney's statement that "In

creating its mark, the applicant has merely added the term 'NUART' to the registrants' respective

marks."  Id.  Applicant believes that this basic generalization made by the Examining Attorney is simply

incorrect.

 

            Marks must be compared in their entireties and in connection with the particular goods or

services for which they are used.  TMEP § 1207.01(b); See In re Nat'l Data Corp., 753 F.2d 1056, 1058,

224 U.S.P.Q. 749, 750-51 (Fed. Cir. 1985).  The determination that there is a likelihood of confusion

cannot be made based on the dissection of only part of a mark.  Id.  Instead, the ultimate conclusion that

a mark is likely to confuse should rest on the mark in its entirety, although more or less weight can be

placed on a particular feature of a mark.  Id.  

            Here, the additional word NUART precedes the words CAN AM, which Applicant's mark

allegedly has in common with the two cited marks.  This fact alone further evidences the fact that the

marks do not sound the same.  

 

            As such, Applicant respectfully submits that its mark does not sound like the two cited

registrations and should not be denied registration on that basis.

 

            C. Applicant's Mark Does Not Have The Same Connotation Or Exude The Same

Commercial Impression As The Two Cited Marks.

            The connotation of a mark is determined by its relationship to the goods or services in

connection with which it is used.  TMEP § 1207.01(b)(v).  Typically, "[t]he focus is on the recollection

of the average purchaser who normally retains a general, rather than specific, impression of

trademarks."  Id. (citations omitted).  

 

            There are many examples of marks that are more similar in appearance and sound than

Applicant's mark and the two cited marks at issue in the instant case that were found not to be

confusingly similar.  For example, GREEN LEAF and BLACK LEAF were found not to be confusingly

similar although the two marks only had one word difference (a suggestive color word) and the marks

were both for plant and garden sprays.  See Smith v. Tobacco By-Products & Chemical Corp., 243 F.2d

188, 113 U.S.P.Q. 339 (C.C.P.A. 1957).  In that case, it was found that "the word 'Leaf,' as applied to a

plant spray is not arbitrary, but is definitely suggestive of the use to which the product is to be put."  Id.

at 340.  Similarly, HEALTHY CHOICE and HEALTH SELECTIONS, both marks for food products

bearing only slight differences between the marks, but with the same basic connotation, were also found

not to be confusingly similar.  See ConAgra, Inc. v. George A. Hormel & Co., 990 F.2d 368, 26

U.S.P.Q.2d 1316 (8th Cir. 1993).  The Eighth Circuit has also found no likelihood of confusion where

identical words were used for closely related goods and services.  Id. at 1318 (citing Comidas

Exquisitos, Inc. v. O'Malley & McGee's Inc., 775 F.2d 260, 227 U.S.P.Q. 811 (8th Cir. 1985) (Carlos



McGee's and Carlos McGee's for restaurants not likely to cause public confusion due to their distinct

geographic markets and lack of intention to expand into the market of the other respective mark

holder)).

 

            In the instant case, the CAN AM portion of the mark at issue, NUART CAN AM, is suggestive

of the sport of car racing.  To wit, Can-Am was the name of a sports car racing series that existed from

1966 to 1986.  See Exhibit F.  Applicant intends to use the NUART CAN AM mark in connection with

automobiles and structural parts therefor, as stated in its application for registration.  A reasonable

consumer would perceive the term NUART to mean that the goods and/or services offered under the

mark consist of innovative design or creation, while the CAN AM portion of Applicant's mark suggests

a particular type of race car based upon a clean sheet design or the creation of an automobile product not

derived from anything else.  This strongly suggestive reference in the mind of an ordinary consumer

makes the difference between a mark that is likely to confuse and one that is not.  Here, Applicant

respectfully submits that NUART, the differing portion of its mark from the two cited registrations,

places its mark in condition to be allowed because it enables the ordinary consumer to, inter alia,

differentiate its mark from the two cited registrations.

 

            Therefore, Applicant respectfully disagrees that the addition of NUART to the wording CAN

AM does not distinguish it from the cited marks.  In fact, NUART is uniquely associated with

Applicant's products and services and is the dominant portion of its mark, not CAN AM.  Of note, the

registrant of the CAN-AM EXOTICS mark confirmed during the prosecution of its mark that "[t]he

dominant portion of the cited [Registrant's] mark is clearly the term EXOTICS."  See Exhibit G, at p. 5. 

Applicant would like to offer that the dominant portion of its mark is NUART, not CAN AM, thereby

exuding a different connotation and a different overall impression than the two cited marks, CAN-AM

EXOTICS and CAN-AM.  

 

II.        APPLICANT'S GOODS ARE NOT CLOSELY RELATED  TO THE CITED

REGISTRANTS' GOODS NOR DO THEY ORIGINATE FROM THE SAME SOURCES.

            Contrary to the Examiner's point of view, Applicant's goods and those of the two cited

registrants are not identical (nor are they necessarily closely related) and are not derived from identical

sources.  In fact, Applicant's goods are markedly distinguishable from the cited registrants' goods,

making it unlikely that a consumer would be confused by Applicant's use of the NUART CAN AM

mark in connection with its goods.  Therefore, in light of the fact that Applicant disagrees with the

Examiner's contention that "'[t]he applicant's goods are closely related to the registrants' goods because

they are identical and originate from the same sources" and that the Examiner did not provide concrete

evidence in support of her claim that Applicant's goods and those of the cited registrants are identical

and originate from the same sources, Applicant respectfully requests the withdrawal of this argument

from the Examiner's argument for refusal of Applicant's registration under Section 2(d).

 



            Generally, goods or services are seen as related or similar where they are interchangeable for all

significant uses.  Vitarroz Corp. v. Borden, Inc., 644 F.2d 960, 209 U.S.P.Q. 969 (2d Cir. 1981)

(holding BRAVO'S crackers unrelated to BRAVOS tortilla chips).

 

            Here, Applicant intends to use the mark in question in connection with clean sheet prototype

sports cars for racing series.  In contrast, the cited registrants are currently using or intend to use their

respective marks in connection with street grade replica cars or all-terrain vehicles, rather than sports

cars for racing series.  Therefore, not only are Applicant's and the cited registrants' trade channels

dissimilar due to the marked difference in products, but so are their intended purchasers.

 

            Although Applicant acknowledges the Examiner's inclusion of numerous examples of

automobile manufacturers that make and sell a variety of vehicles, including passenger automobiles, all-

terrain vehicles, motorcycles, etc., this does not necessarily signify that the same consumer will be in the

market for all vehicle types made or sold by a given manufacturer.  Further, the registration of a mark

for use in connection with a variety of goods in a particular class of goods is also not an indication that

all goods in a particular class will be targeted toward the same consumer.  Therefore, the Examiner's

attachments to the most recent Final Office Action respectfully do not go very far to prove the point that

the Applicant's use of the NUART CAN AM mark in connection with sports cars for racing series is

closely related to the first cited registrant's use of the CAN-AM EXOTICS mark in connection with

street grade replica cars (not sports cars and not for racing) and the second cited registrant's use of the

CAN-AM mark in connection with all-terrain vehicles and motorcycles (not cars and more for

recreational use rather than racing).  

 

            As such, Applicant respectfully requests that the Examining Attorney withdraw her refusal under

Section 2(d) on the basis that Applicant's goods are closely related to the two cited registrant's goods.

 

III.       APPLICANT'S AND THE CITED REGISTRANTS' RESPECTIVE PURCHASERS ARE

UNLIKELY TO PURCHASE THE OTHERS' PRODUCT WITHOUT KNOWLEDGE AND

AWARENESS OF WHOSE PRODUCT THEY ARE BUYING GIVEN THE HIGH COST OF

APPLICANT'S GOODS AND THE SOPHISTICATION OF APPLICANT'S TARGET

PURCHASERS.

 

            Even where there may be 'marginal customer overlap' because the relevant consumers are those

who are interested in purchasing recreational motor vehicles, including "automobiles and structural parts

therefor; automobile chassis; [and] automobile bodies" (Appl. Serial No. 85/104,423), or "Automobiles

and structural parts therefor" (Reg. No. 3,163,329), or "Land motor vehicles, namely, all terrain

vehicles, motorcycles, three-wheeled motorized vehicles, scooters and structural parts therefor; engines

for land vehicles, namely, all terrain vehicle engines, motorcycle engines, three-wheeled vehicle

engines, scooter engines and structural parts therefor; Motorcycles and parts therefor" (Reg. No.



3,686,113) in Class 12, 'this overlap is inconsequential in view of the complexity and cost of goods and

the buyers' sophistication.'  In re Digirad Corp., 45 U.S.P.Q.2d 1841, 1842 (TTAB 1998).

 

            Further, the instant case is unlike the case cited by the Examiner, In re Davey Prods. Pty Ltd.,

where it was found that there was no basis on which to find that the goods at issue were so expensive or

that the purchasers of the goods in question were "so knowledgeable and careful in purchasing the

goods, that the likelihood of confusion arising from the use of identical marks on such goods would be

significantly mitigated."  In re Davey Prods. Pty Ltd., 92 U.S.P.Q. 1198, 1204 (TTAB 2009). 

 

            Moreover, it is well-established that "there is always less likelihood of confusion where goods

are expensive and purchased after careful consideration."  Astra Pharmaceutical Prods., Inc. v.

Beckman Instruments, Inc., 718 F.2d 1201, 220 U.S.P.Q. 786, 790 (1st Cir. 1983).  A similar finding

was made in Electronic Design & Sales, Inc. v. Electronic Data Systems Corp., where the court found

no likelihood of confusion due to 'differences in the relevant purchasers and trade channels, the

sophistication of the relevant purchasers, and the care with which both parties' goods are purchased.'  In

re Digirad Corp., 45 U.S.P.Q.2d at 1844 (quoting Electronic Design & Sales, Inc. v. Electronic Data

Systems Corp., 954 F.2d 713, 21 U.S.P.Q.2d 1388 (Fed Cir. 1992)).

 

            Even if it is found that the relevant purchasers of Applicant's intended goods and the cited

registrants' goods are the same (which Applicant believes they are not), it is well-settled that the

sophistication of those purchasers is often dispositive because "sophisticated consumers may be

expected to exercise greater care."  Electronic Design & Sales, Inc. v. Electronic Data Systems Corp., 

21 U.S.P.Q.2d at 1392.  Even where the type of goods sold by mark holders is very similar (unlike the

instant case where they are not), a significant difference in price can be enough to dispel the possibility

of consumer confusion.  See 4 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition,

§23:97 (4th ed. Thomson West 2008) (citing to AM General Corp. v. Daimler Chrysler Corp., 311 F.3d

796, 65 U.S.P.Q.2d 1001 (7th Cir. 2002) (purchasers of expensive HUMMER sports utility vehicles

selling for more than $50,000 were found unlikely to be confused by a grille design similar to that used

in plaintiff's JEEP vehicles)).

 

            Therefore, Applicant respectfully submits that the relevant purchasers of goods under the

Applicant's NUART CAN AM mark are very sophisticated purchasers and these purchasers will spend a

minimum of approximately $485,000.00 to buy an automobile bearing Applicant's mark.  See Exhibit

H, at p. 2; also see Exhibit I, at p. 2.  On the other hand, purchasers of goods bearing the registered

CAN-AM mark may spend as little as $6,799.00 to purchase one of that registrant's all-terrain vehicles

or motorcycles.  See Exhibit J.  Moreover, it is unclear how much the buyer for goods in connection

with the CAN-AM EXOTICS mark will spend to purchase goods bearing that mark.  Further, CAN-AM

EXOTICS appears to be exclusively associated with component parts for vehicles, not relevant to

purchasers of Applicant's nearly $500,000.00 ready-made racing vehicles.  Moreover, the domain name



of CAN-AM EXOTICS appears to be for sale and all of the links lead to sponsored links to unrelated

websites, which calls into question whether that registrant's mark is still in use in commerce and

relevant to the instant inquiry.  See Exhibit K.

 

            Therefore, Applicant believes that the dissimilarity between the purchasers of Applicant's and

the cited registrants' goods combined with the extremely high cost of goods intended to bear Applicant's

mark is great enough to avoid a likelihood of confusion and requests that the Examiner withdraw her

Section 2(d) refusal on that basis.

 

            IV.       THE NUMBER AND NATURE OF SIMILAR MARKS IN USE ON SIMILAR

GOODS WEIGHS HEAVILY AGAINST LIKELIHOOD OF CONFUSION BETWEEN

APPLICANT'S MARK AND THE CITED REGISTRANTS' MARKS.

            Where it can be established that "the consuming public is exposed to third-party use of similar

marks on similar goods, it 'is relevant to show that a mark is relatively weak and entitled to only a

narrow scope of protection.'"  TMEP § 1207.01(d)(iii) (quoting Palm Bay Imps., Inc. v. Veuve

ClicquotPonsardin Maison Fondee en 1772, 396 F.3d 1369, 1373-74, 73 U.S.P.Q.2d 1689, 1693 (Fed.

Cir. 2005)).

            A query on the Google® search engine consisting of "CAN AM" and "automobile" returned

3,180,000 results.  The first 50 results thereof are attached hereto as Exhibit L.  The first result, a

YouTube video® featuring a "Rare 1977 Pontiac Lemans Can Am – 6.6V8 Muscle Car" is but one

example of the common nature of the words CAN AM for use in connection with automobiles given the

history of the words.  See Exhibit F.  CAN AM, whether depicted hyphenated or not, has long been

associated with the sport of car racing and the vehicles associated therewith.  

           

            A. The Cited Registrations Deserve Only A Narrow Scope Of Protection.

            It holds that where similar marks are used by multiple sources in the same field, the scope of

protection afforded to each mark is correspondingly narrowed.  See Data Concepts Inc. v. Digital

Consulting Inc., 4 U.S.P.Q.2d 1672, 1676 (6th Cir. 1998); see also Amstar Corp. v. Domino's Pizza, Inc.,

205 U.S.P.Q. 969, 975 (5th Cir. 1980).  Thus, the existence of multiple similar marks where related

goods are involved indicates that the consuming public is accustomed to distinguishing between the

marks and are capable of doing so, without a likelihood of confusion.  See General Mills, Inc. v. Kellogg

Co., 3 U.S.P.Q.2d 1442, 1445 (8th Cir. 1987).

 

            In the instant case, the Examining Attorney initially refused registration on grounds that there

was a likelihood of confusion with U.S. Registration Nos. 3,163,329, 2,883,129 and 3,686,113.  Since

then, the '129 registration has been cancelled, leaving the '329 and the '113 registrations as the

remaining cited registrations.  The '329 registration for the mark CAN-AM EXOTICS is for use in

connection with automobiles and structural parts therefor in Class 012 and the '113 registration for the



mark CAN-AM is for use in connection with land motor vehicles, namely, all terrain vehicles,

motorcycles, three-wheeled motorized vehicles, scooters and structural parts therefor; engines for land

vehicles, namely, all terrain vehicle engines, motorcycle engines, three-wheeled vehicle engines, scooter

engines and structural parts therefor; motorcycles and parts therefor in Class 12, as well as goods and

services in Classes 9, 28, 35, 37, 39, 40, 41 and 42.  In contrast, Applicant's mark NUART CAN AM is

for use in connection with automobiles and structural parts therefor; automobile chassis; automobile

bodies in Class 12, in addition to goods in Class 7.

 

            Given the fact that there are many common law uses of the words CAN AM, in addition to the

fact that the classes of goods in Applicant's application are not entirely covered by the cited

registrations, Applicant respectfully submits that the cited registrations are entitled to only a narrow

scope of protection and should not be used to bar Applicant's registration.

 

V.        THE CONSENT AGREEMENT IS PROBATIVE EVIDENCE THAT THERE IS NO

LIKELIHOOD OF CONFUSION BETWEEN APPLICANT'S MARK AND THE CITED

REGISTERED MARKS.

            A consent agreement is 'but one factor to be taken into account with all of the other relevant

circumstances bearing on the likelihood of confusion referred to in §2(d).'  TMEP § 1207.01(d)(viii)

(quoting In re N.A.D. Inc., 754 F.2d 996, 224 U.S.P.Q. 969, 971 (Fed. Cir. 1985)).  Additionally, it is

difficult to find subjectively that confusion will occur when those directly concerned with its occurrence

state that it will not occur.  TMEP § 1207.01(d)(viii) (citing to In re E.I. du Pont de Nemours & Co.,

476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973)).

            Here, the Examining Attorney uses the consent agreement between the two cited registrants to

refute the Applicant's argument that the wording CAN AM is weak and diluted.  See Final Office

Action, dated April 17, 2012, at p. 4.  In turn, Applicant would also like to use the same consent

agreement to proffer that there is no likelihood of confusion among the three marks.  As supported by

the court in In re E.I. du Pont de Nemours & Co., the fact that the cited registrants "agree that the

respective parties' mark, as well as the goods and/or services in connection with which they are either

used or intended to be used, are sufficiently different to avoid confusion as to either source of origin or

sponsorship" should be conclusive evidence that Applicant's NUART CAN AM mark is sufficiently

different from the cited marks to avoid confusion as well.  If the Trademark Office accepted an

agreement between the two cited registrants attesting to the fact that CAN-AM EXOTICS and CAN-

AM are sufficiently different to avoid confusion, surely the Examiner should accept Applicant's

argument that its mark NUART CAN AM is sufficiently different from each cited mark to avoid

confusion, especially given the arguments presented above.

 

CONCLUSION

    Applicant believes that it has overcome the Examining Attorney's reinstated refusal to register the



instant mark based on an alleged likelihood of confusion, given that: (1) Applicant has demonstrated

that its mark is dissimilar in appearance, sound, meaning and commercial impression from the two cited

marks; (2) Applicant's goods are not closely related to the prior registrants' goods; (3) Applicant's

intended purchasers are highly sophisticated, the intended goods are very expensive and necessitate the

exercise of care when purchasing them; (4) there are a number of common law uses of the CAN AM

portion of Applicant's mark; and (5) the language of the consent agreement between the two cited

registrants weighs in favor of also registering Applicant's mark. 

    Accordingly, Applicant respectfully requests reconsideration of the decision to make final the refusal

to approve Applicant's mark for publication and registration.  Applicant believes the arguments for

overcoming the Examining Attorney's refusal to register the instant mark place the instant application in

condition for allowance of which early notice thereof is respectfully sought.  Should any additional fees

be required, please charge Deposit Account No. 062425.
 

 

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_2-38751434-172939710_._Exhibit_A.pdf

       CONVERTED PDF
FILE(S)
       (5 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0002.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0003.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0004.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0005.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0006.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_B.pdf

       CONVERTED PDF
FILE(S)
       (5 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0007.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0008.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0009.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0010.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0011.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_C.pdf



       CONVERTED PDF
FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0012.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0013.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0014.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_D.pdf

       CONVERTED PDF
FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0015.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0016.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0017.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_E.pdf

       CONVERTED PDF
FILE(S)
       (4 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0018.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0019.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0020.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0021.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_F.pdf

       CONVERTED PDF
FILE(S)
       (9 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0022.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0023.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0024.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0025.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0026.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0027.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0028.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0029.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0030.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_G.pdf

       CONVERTED PDF
FILE(S)
       (17 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0031.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0032.JPG



        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0033.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0034.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0035.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0036.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0037.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0038.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0039.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0040.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0041.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0042.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0043.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0044.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0045.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0046.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0047.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_H.pdf

       CONVERTED PDF
FILE(S)
       (7 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0048.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0049.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0050.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0051.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0052.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0053.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0054.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_I.pdf

       CONVERTED PDF
FILE(S)
       (11 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0055.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0056.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0057.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0058.JPG



        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0059.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0060.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0061.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0062.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0063.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0064.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0065.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_J.pdf

       CONVERTED PDF
FILE(S)
       (14 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0066.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0067.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0068.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0069.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0070.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0071.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0072.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0073.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0074.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0075.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0076.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0077.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0078.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0079.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_K.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0080.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0081.JPG

       ORIGINAL PDF FILE evi_38751434-172939710_._Exhibit_L.pdf

       CONVERTED PDF
FILE(S)
       (6 pages)

\\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0082.JPG



        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0083.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0084.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0085.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0086.JPG

        \\TICRS\EXPORT16\IMAGEOUT16\851\044\85104423\xml1\RFR0087.JPG

DESCRIPTION OF
EVIDENCE FILE Exhibits A thru L

SIGNATURE SECTION

RESPONSE SIGNATURE /Kenya L. Williams/

SIGNATORY'S NAME Kenya L. Williams

SIGNATORY'S
POSITION California attorney of record

SIGNATORY'S PHONE
NUMBER 310-824-5555

DATE SIGNED 10/15/2012

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED NO

FILING INFORMATION SECTION

SUBMIT DATE Mon Oct 15 18:04:16 EDT 2012

TEAS STAMP

USPTO/RFR-38.75.14.34-201
21015180416592094-8510442
3-4903b46a17fae5a6d4c6a8d
fa658c6f4651-N/A-N/A-2012
1015172939710964

PTO Form 1930 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 4/30/2009)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85104423 has been amended as follows:

ARGUMENT(S)



In response to the substantive refusal(s), please note the following:

 

    Responsive to the Office Action mailed on April 17, 2012 in the above-captioned matter, Applicant

respectfully requests reconsideration of this case. In the first Office Action (dated November 28, 2010),

the Examining Attorney refused registration on the grounds that: (1) there was a likelihood of confusion

under Section 2(d), with prior registered marks; (2) the identification of goods required clarification; and

(3) there were multiple classes of goods identified, but only one class was described and the fees paid for. 

Applicant timely responded to this Non-Final Office Action by entering an amendment of goods and

addressing the Examining Attorney's Section 2(d) refusal.  In response, the Examining Attorney issued the

first Final Office Action (mailed on June 27, 2011), which continued to refuse registration on the grounds

that the identification of goods required further clarification.  Further, the refusal of registration under

Section 2(d) was withdrawn, as the Examining Attorney had "carefully considered applicant's arguments

with regard to [the issue of likelihood of confusion] and finds them persuasive."  See Final Office Action,

dated June 27, 2011, at p. 2.    

    Thereafter, on December 27, 2011, Applicant filed a Request for Reconsideration amending the

identification of goods, which was acceptable to the Examining Attorney because she approved the instant

mark for publication on December 28, 2011.  See Exhibit A.  Subsequently, on January 20, 2012, the

Examining Attorney completed the publication/issue review.  See Exhibit B.  No further activity occurred

on Applicant's file until February 3, 2012, when the application was inexplicably withdrawn from

publication and the Examining Attorney's previous allowance was withdrawn on March 16, 2012.  See

Exhibit C.  On April 17, 2012, nearly four (4) months after the instant application was approved for

publication, the current additional Final Office Action was issued.

In light of Applicant successfully overcoming all of the refusals set forth in the Examining Attorney's

November 28, 2010 Non-Final Office Action and June 27, 2011 Final Office Action, as evidenced by the

Examining Attorney's approval of the instant mark for publication on December 28, 2011, Applicant

respectfully submits that the instant application is in condition for allowance, as previously determined by

the Examining Attorney and requests that the Examining Attorney again withdraw her refusal to register

the instant mark based on an alleged likelihood of confusion and, again, approve the instant mark for

publication and registration.

 

ARGUMENT

 

    Applicant hereby requests that the Examining Attorney again withdraw her refusal under Section 2(d)

for alleged likelihood of confusion for, inter alia, the following reasons: (1) Applicant's mark NUART

CAN AM is not confusingly similar to the two cited prior registered marks, CAN-AM EXOTICS and

CAN-AM, because, taken as a whole, the additional word NUART is sufficient to distinguish Applicant's



mark from the two cited marks; (2) Applicant's goods are not closely related to the registrants' goods

because the goods are not identical and do not originate from the same sources; (3) the high sophistication

of the buyers and price point of the goods weigh against a likelihood of confusion; (4) the number and

nature of similar marks in use on similar or related goods weighs against a likelihood of confusion; and (5)

there is no likelihood of confusion between Applicant's mark and the two cited registrations based on the

representations made in the consent agreement between the prior registrants that their respective marks

and the "goods and/or services in connection with which they are either used or intended to be used, are

sufficiently different to avoid confusion as to either source of origin or sponsorship" and "to date, no

instance of actual confusion has been brought to the attention of either party."  See Exhibit D.

 

    For the foregoing reasons, Applicant respectfully requests that the Examining Attorney withdraw her

refusal based on a likelihood of confusion and pass Applicant's NUART CAN AM mark to publication.

 

I.          APPLICANT'S MARK IS NOT CONFUSINGLY SIMILAR TO THE CITED

REGISTERED MARKS BECAUSE APPLICANT'S MARK IS DISSIMILAR FROM THE PRIOR

MARKS AS TO APPEARANCE, SOUND, CONNOTATION AND COMMERCIAL

IMPRESSION.

            A mark is confusingly similar to another mark if, among other things, there is a similarity in sight,

sound, meaning or connotation and commercial impression.  In re E.I. du Pont de Nemours & Co., 476

F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973).  

 

            Here, in the first instance, Applicant's mark contains a word that the two cited registrations do not

have, NUART, for which Applicant received a Notice of Allowance from the Trademark Office on April

24, 2012.  See Exhibit E.  Additionally, with regard to the word(s) that Applicant's mark allegedly has in

common with the two cited registrations, Applicant's mark lacks the hyphen between the words CAN and

AM contained in the two cited registrations.  Therefore, there are at least two major differences between

the appearance of Applicant's mark and that of the two cited registrations, in addition to the order of the

words in the cited registration CAN-AM EXOTICS compared to that of Applicant's mark NUART CAN

AM.  

 

            Further, Applicant's mark does not sound like the two cited registrations mainly because of the

additional word NUART that is present in Applicant's mark, but is lacking from the two cited

registrations, and the order of the words in CAN-AM EXOTICS versus NUART CAN AM.

 

            Moreover, the additional word in Applicant's mark causes it to have a different connotation or

meaning than the two cited registrations.  Finally, Applicant's mark does not have the same commercial

impression as the two cited registrations due to the additional and different word in Applicant's mark,

which word has a commercial impression of its own, as evidenced by the Trademark Office's issuance of a

Notice of Allowance for the NUART mark.  See Exhibit E.



 

            As such, in light of Applicant's argument that its applied-for mark is not similar to the two cited

prior registrations with regard to its appearance, sound, connotation or commercial impression, and

therefore, does not create a likelihood of confusion for consumers, Applicant respectfully submits that the

NUART CAN AM mark is eligible to pass to publication and registration.

 

            A. Applicant's Mark Has A Different Appearance Than The Two Cited Marks.

            It is well-established that "[t]he test of likelihood of confusion is not whether the marks can be

distinguished when subjected to a side-by-side comparison, but whether the marks are sufficiently similar

that there is a likelihood of confusion as to the source of the goods or services."  TMEP § 1207.01(b); see

In re Iolo Techs., LLC, 95 U.S.P.Q.2d 1498, 1499 (TTAB 2010).  It is also true that a comparison of the

marks in question must take into account '[a]ll relevant facts pertaining to appearance, sound, and

connotation . . . before similarity as to one or more of those factors may be sufficient to support a finding

that the marks are similar or dissimilar.'  TMEP § 1207.01(b); Recot, Inc. v. M.C. Becton, 214 F.3d 1322,

1329, 54 U.S.P.Q.2d 1894, 1899 (Fed. Cir. 2000).  Further, "on the issue of trade-mark infringement

words are not to be compared syllable by syllable, vowel by vowel and consonant by consonant.  Instead

they are to be compared as ordinary purchasers of [the goods] would compare them, that is, on the basis of

similarities in their general appearance both in construction and in over-all impression on the eye."  Coca-

Cola Co. v. Snow Crest Beverages, 162 F.2d 280, 283-84, 73 U.S.P.Q. 518 (1st Cir. 1947) (affirming the

trial court's decision that the POLAR COLA mark did not infringe the COCA-COLA mark on the basis of

likelihood of confusion).

 

            Here, the mere fact that all three marks contain the words "CAN AM" does not in and of itself

render the marks similar enough to rise to the level of being confusingly similar, especially insofar as there

are many marks in existence that contain identical wording to other marks, but were registered nonetheless

and co-exist in the marketplace without confusion.  

 

            Further, the Examining Attorney asserts that Applicant's mark and the two cited registrations

contain identical wording, however Applicant still maintains that the wording that the three marks have in

common, CAN AM, is not a significant part of its mark.  Applicant is not in a position to determine

whether or not CAN AM is an important part of the two cited marks.  

 

            By way of example, unlike the small difference of one letter (the letter "y" versus the letter "d")

between the marks at issue in In re Digirad Corp., "ray" as compared to "rad", here, Applicant's NUART

before CAN AM as compared to one cited registrant's EXOTICS after CAN-AM and the other cited

registrant's CAN-AM alone differ greatly from one another visually, as well as with regard to their sound. 

In re Digirad Corp., 45 U.S.P.Q.2d 1841 (TTAB 1998).

 



            Moreover, there is a difference in punctuation between the three marks.  Applicant's mark does not

contain any punctuation, whereas the "identical wording" noted by the Examiner, CAN-AM, does contain

punctuation in the two cited registrations, specifically, a hyphen between CAN and AM.  A difference in

punctuation amounts to an additional difference between the allegedly common portion of Applicant's

mark and the two cited marks.  

 

            Even more important than the difference in punctuation between and the word order of the marks

is the fact that Applicant's mark contains an entirely different word than the two cited marks, NUART,

which word is inherently distinctive as evidenced by the Trademark Office's issuance of a Notice of

Allowance for the NUART mark on April 24, 2012.  See Exhibit E.

 

            Therefore, Applicant respectfully submits that its NUART CAN AM mark does not look like the

two cited registrations and should not be denied registration on that basis.

 

            B. Applicant's Mark Does Not Sound Like The Two Cited Marks.

            For reasons akin to why Applicant's mark does not look like the two cited marks, Applicant's mark

does not sound like the two cited marks either.  Although the three marks have the wording CAN AM in

common (aside from the difference in punctuation referenced above), CAN AM is not a dominant part of

Applicant's mark. 

 

            The Examining Attorney argues that CAN-AM is the dominant portion of the mark CAN-AM

EXOTICS because EXOTICS is arguably descriptive and was disclaimed by the registrant.  See Final

Office Action, dated April 17, 2012, at p. 3.  Similarly, CAN-AM makes up the entirety of the second

cited registered mark.  Nevertheless, Applicant respectfully disagrees with the statement that CAN AM is

the dominant portion of Applicant's NUART CAN AM mark.

 

            Further, Applicant also respectfully disagrees with the Examining Attorney's statement that "In

creating its mark, the applicant has merely added the term 'NUART' to the registrants' respective marks." 

Id.  Applicant believes that this basic generalization made by the Examining Attorney is simply incorrect.

 

            Marks must be compared in their entireties and in connection with the particular goods or services

for which they are used.  TMEP § 1207.01(b); See In re Nat'l Data Corp., 753 F.2d 1056, 1058, 224

U.S.P.Q. 749, 750-51 (Fed. Cir. 1985).  The determination that there is a likelihood of confusion cannot be

made based on the dissection of only part of a mark.  Id.  Instead, the ultimate conclusion that a mark is

likely to confuse should rest on the mark in its entirety, although more or less weight can be placed on a

particular feature of a mark.  Id.  

            Here, the additional word NUART precedes the words CAN AM, which Applicant's mark

allegedly has in common with the two cited marks.  This fact alone further evidences the fact that the

marks do not sound the same.  



 

            As such, Applicant respectfully submits that its mark does not sound like the two cited

registrations and should not be denied registration on that basis.

 

            C. Applicant's Mark Does Not Have The Same Connotation Or Exude The Same

Commercial Impression As The Two Cited Marks.

            The connotation of a mark is determined by its relationship to the goods or services in connection

with which it is used.  TMEP § 1207.01(b)(v).  Typically, "[t]he focus is on the recollection of the average

purchaser who normally retains a general, rather than specific, impression of trademarks."  Id. (citations

omitted).  

 

            There are many examples of marks that are more similar in appearance and sound than Applicant's

mark and the two cited marks at issue in the instant case that were found not to be confusingly similar. 

For example, GREEN LEAF and BLACK LEAF were found not to be confusingly similar although the

two marks only had one word difference (a suggestive color word) and the marks were both for plant and

garden sprays.  See Smith v. Tobacco By-Products & Chemical Corp., 243 F.2d 188, 113 U.S.P.Q. 339

(C.C.P.A. 1957).  In that case, it was found that "the word 'Leaf,' as applied to a plant spray is not

arbitrary, but is definitely suggestive of the use to which the product is to be put."  Id. at 340.  Similarly,

HEALTHY CHOICE and HEALTH SELECTIONS, both marks for food products bearing only slight

differences between the marks, but with the same basic connotation, were also found not to be confusingly

similar.  See ConAgra, Inc. v. George A. Hormel & Co., 990 F.2d 368, 26 U.S.P.Q.2d 1316 (8th Cir.

1993).  The Eighth Circuit has also found no likelihood of confusion where identical words were used for

closely related goods and services.  Id. at 1318 (citing Comidas Exquisitos, Inc. v. O'Malley & McGee's

Inc., 775 F.2d 260, 227 U.S.P.Q. 811 (8th Cir. 1985) (Carlos McGee's and Carlos McGee's for restaurants

not likely to cause public confusion due to their distinct geographic markets and lack of intention to

expand into the market of the other respective mark holder)).

 

            In the instant case, the CAN AM portion of the mark at issue, NUART CAN AM, is suggestive of

the sport of car racing.  To wit, Can-Am was the name of a sports car racing series that existed from 1966

to 1986.  See Exhibit F.  Applicant intends to use the NUART CAN AM mark in connection with

automobiles and structural parts therefor, as stated in its application for registration.  A reasonable

consumer would perceive the term NUART to mean that the goods and/or services offered under the mark

consist of innovative design or creation, while the CAN AM portion of Applicant's mark suggests a

particular type of race car based upon a clean sheet design or the creation of an automobile product not

derived from anything else.  This strongly suggestive reference in the mind of an ordinary consumer

makes the difference between a mark that is likely to confuse and one that is not.  Here, Applicant

respectfully submits that NUART, the differing portion of its mark from the two cited registrations, places

its mark in condition to be allowed because it enables the ordinary consumer to, inter alia, differentiate its



mark from the two cited registrations.

 

            Therefore, Applicant respectfully disagrees that the addition of NUART to the wording CAN AM

does not distinguish it from the cited marks.  In fact, NUART is uniquely associated with Applicant's

products and services and is the dominant portion of its mark, not CAN AM.  Of note, the registrant of the

CAN-AM EXOTICS mark confirmed during the prosecution of its mark that "[t]he dominant portion of

the cited [Registrant's] mark is clearly the term EXOTICS."  See Exhibit G, at p. 5.  Applicant would like

to offer that the dominant portion of its mark is NUART, not CAN AM, thereby exuding a different

connotation and a different overall impression than the two cited marks, CAN-AM EXOTICS and CAN-

AM.  

 

II.        APPLICANT'S GOODS ARE NOT CLOSELY RELATED  TO THE CITED

REGISTRANTS' GOODS NOR DO THEY ORIGINATE FROM THE SAME SOURCES.

            Contrary to the Examiner's point of view, Applicant's goods and those of the two cited registrants

are not identical (nor are they necessarily closely related) and are not derived from identical sources.  In

fact, Applicant's goods are markedly distinguishable from the cited registrants' goods, making it unlikely

that a consumer would be confused by Applicant's use of the NUART CAN AM mark in connection with

its goods.  Therefore, in light of the fact that Applicant disagrees with the Examiner's contention that

"'[t]he applicant's goods are closely related to the registrants' goods because they are identical and

originate from the same sources" and that the Examiner did not provide concrete evidence in support of

her claim that Applicant's goods and those of the cited registrants are identical and originate from the same

sources, Applicant respectfully requests the withdrawal of this argument from the Examiner's argument

for refusal of Applicant's registration under Section 2(d).

 

            Generally, goods or services are seen as related or similar where they are interchangeable for all

significant uses.  Vitarroz Corp. v. Borden, Inc., 644 F.2d 960, 209 U.S.P.Q. 969 (2d Cir. 1981) (holding

BRAVO'S crackers unrelated to BRAVOS tortilla chips).

 

            Here, Applicant intends to use the mark in question in connection with clean sheet prototype sports

cars for racing series.  In contrast, the cited registrants are currently using or intend to use their respective

marks in connection with street grade replica cars or all-terrain vehicles, rather than sports cars for racing

series.  Therefore, not only are Applicant's and the cited registrants' trade channels dissimilar due to the

marked difference in products, but so are their intended purchasers.

 

            Although Applicant acknowledges the Examiner's inclusion of numerous examples of automobile

manufacturers that make and sell a variety of vehicles, including passenger automobiles, all-terrain

vehicles, motorcycles, etc., this does not necessarily signify that the same consumer will be in the market

for all vehicle types made or sold by a given manufacturer.  Further, the registration of a mark for use in

connection with a variety of goods in a particular class of goods is also not an indication that all goods in a



particular class will be targeted toward the same consumer.  Therefore, the Examiner's attachments to the

most recent Final Office Action respectfully do not go very far to prove the point that the Applicant's use

of the NUART CAN AM mark in connection with sports cars for racing series is closely related to the first

cited registrant's use of the CAN-AM EXOTICS mark in connection with street grade replica cars (not

sports cars and not for racing) and the second cited registrant's use of the CAN-AM mark in connection

with all-terrain vehicles and motorcycles (not cars and more for recreational use rather than racing).  

 

            As such, Applicant respectfully requests that the Examining Attorney withdraw her refusal under

Section 2(d) on the basis that Applicant's goods are closely related to the two cited registrant's goods.

 

III.       APPLICANT'S AND THE CITED REGISTRANTS' RESPECTIVE PURCHASERS ARE

UNLIKELY TO PURCHASE THE OTHERS' PRODUCT WITHOUT KNOWLEDGE AND

AWARENESS OF WHOSE PRODUCT THEY ARE BUYING GIVEN THE HIGH COST OF

APPLICANT'S GOODS AND THE SOPHISTICATION OF APPLICANT'S TARGET

PURCHASERS.

 

            Even where there may be 'marginal customer overlap' because the relevant consumers are those

who are interested in purchasing recreational motor vehicles, including "automobiles and structural parts

therefor; automobile chassis; [and] automobile bodies" (Appl. Serial No. 85/104,423), or "Automobiles

and structural parts therefor" (Reg. No. 3,163,329), or "Land motor vehicles, namely, all terrain vehicles,

motorcycles, three-wheeled motorized vehicles, scooters and structural parts therefor; engines for land

vehicles, namely, all terrain vehicle engines, motorcycle engines, three-wheeled vehicle engines, scooter

engines and structural parts therefor; Motorcycles and parts therefor" (Reg. No. 3,686,113) in Class 12,

'this overlap is inconsequential in view of the complexity and cost of goods and the buyers' sophistication.'

  In re Digirad Corp., 45 U.S.P.Q.2d 1841, 1842 (TTAB 1998).

 

            Further, the instant case is unlike the case cited by the Examiner, In re Davey Prods. Pty Ltd.,

where it was found that there was no basis on which to find that the goods at issue were so expensive or

that the purchasers of the goods in question were "so knowledgeable and careful in purchasing the goods,

that the likelihood of confusion arising from the use of identical marks on such goods would be

significantly mitigated."  In re Davey Prods. Pty Ltd., 92 U.S.P.Q. 1198, 1204 (TTAB 2009). 

 

            Moreover, it is well-established that "there is always less likelihood of confusion where goods are

expensive and purchased after careful consideration."  Astra Pharmaceutical Prods., Inc. v. Beckman

Instruments, Inc., 718 F.2d 1201, 220 U.S.P.Q. 786, 790 (1st Cir. 1983).  A similar finding was made in

Electronic Design & Sales, Inc. v. Electronic Data Systems Corp., where the court found no likelihood of

confusion due to 'differences in the relevant purchasers and trade channels, the sophistication of the

relevant purchasers, and the care with which both parties' goods are purchased.'  In re Digirad Corp., 45

U.S.P.Q.2d at 1844 (quoting Electronic Design & Sales, Inc. v. Electronic Data Systems Corp., 954 F.2d



713, 21 U.S.P.Q.2d 1388 (Fed Cir. 1992)).

 

            Even if it is found that the relevant purchasers of Applicant's intended goods and the cited

registrants' goods are the same (which Applicant believes they are not), it is well-settled that the

sophistication of those purchasers is often dispositive because "sophisticated consumers may be expected

to exercise greater care."  Electronic Design & Sales, Inc. v. Electronic Data Systems Corp.,  21

U.S.P.Q.2d at 1392.  Even where the type of goods sold by mark holders is very similar (unlike the instant

case where they are not), a significant difference in price can be enough to dispel the possibility of

consumer confusion.  See 4 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition,

§23:97 (4th ed. Thomson West 2008) (citing to AM General Corp. v. Daimler Chrysler Corp., 311 F.3d

796, 65 U.S.P.Q.2d 1001 (7th Cir. 2002) (purchasers of expensive HUMMER sports utility vehicles

selling for more than $50,000 were found unlikely to be confused by a grille design similar to that used in

plaintiff's JEEP vehicles)).

 

            Therefore, Applicant respectfully submits that the relevant purchasers of goods under the

Applicant's NUART CAN AM mark are very sophisticated purchasers and these purchasers will spend a

minimum of approximately $485,000.00 to buy an automobile bearing Applicant's mark.  See Exhibit H,

at p. 2; also see Exhibit I, at p. 2.  On the other hand, purchasers of goods bearing the registered CAN-AM

mark may spend as little as $6,799.00 to purchase one of that registrant's all-terrain vehicles or

motorcycles.  See Exhibit J.  Moreover, it is unclear how much the buyer for goods in connection with the

CAN-AM EXOTICS mark will spend to purchase goods bearing that mark.  Further, CAN-AM EXOTICS

appears to be exclusively associated with component parts for vehicles, not relevant to purchasers of

Applicant's nearly $500,000.00 ready-made racing vehicles.  Moreover, the domain name of CAN-AM

EXOTICS appears to be for sale and all of the links lead to sponsored links to unrelated websites, which

calls into question whether that registrant's mark is still in use in commerce and relevant to the instant

inquiry.  See Exhibit K.

 

            Therefore, Applicant believes that the dissimilarity between the purchasers of Applicant's and the

cited registrants' goods combined with the extremely high cost of goods intended to bear Applicant's mark

is great enough to avoid a likelihood of confusion and requests that the Examiner withdraw her Section

2(d) refusal on that basis.

 

            IV.       THE NUMBER AND NATURE OF SIMILAR MARKS IN USE ON SIMILAR

GOODS WEIGHS HEAVILY AGAINST LIKELIHOOD OF CONFUSION BETWEEN

APPLICANT'S MARK AND THE CITED REGISTRANTS' MARKS.

            Where it can be established that "the consuming public is exposed to third-party use of similar

marks on similar goods, it 'is relevant to show that a mark is relatively weak and entitled to only a narrow

scope of protection.'"  TMEP § 1207.01(d)(iii) (quoting Palm Bay Imps., Inc. v. Veuve ClicquotPonsardin



Maison Fondee en 1772, 396 F.3d 1369, 1373-74, 73 U.S.P.Q.2d 1689, 1693 (Fed. Cir. 2005)).

            A query on the Google® search engine consisting of "CAN AM" and "automobile" returned

3,180,000 results.  The first 50 results thereof are attached hereto as Exhibit L.  The first result, a

YouTube video® featuring a "Rare 1977 Pontiac Lemans Can Am – 6.6V8 Muscle Car" is but one

example of the common nature of the words CAN AM for use in connection with automobiles given the

history of the words.  See Exhibit F.  CAN AM, whether depicted hyphenated or not, has long been

associated with the sport of car racing and the vehicles associated therewith.  

           

            A. The Cited Registrations Deserve Only A Narrow Scope Of Protection.

            It holds that where similar marks are used by multiple sources in the same field, the scope of

protection afforded to each mark is correspondingly narrowed.  See Data Concepts Inc. v. Digital

Consulting Inc., 4 U.S.P.Q.2d 1672, 1676 (6th Cir. 1998); see also Amstar Corp. v. Domino's Pizza, Inc.,

205 U.S.P.Q. 969, 975 (5th Cir. 1980).  Thus, the existence of multiple similar marks where related goods

are involved indicates that the consuming public is accustomed to distinguishing between the marks and

are capable of doing so, without a likelihood of confusion.  See General Mills, Inc. v. Kellogg Co., 3

U.S.P.Q.2d 1442, 1445 (8th Cir. 1987).

 

            In the instant case, the Examining Attorney initially refused registration on grounds that there was

a likelihood of confusion with U.S. Registration Nos. 3,163,329, 2,883,129 and 3,686,113.  Since then, the

'129 registration has been cancelled, leaving the '329 and the '113 registrations as the remaining cited

registrations.  The '329 registration for the mark CAN-AM EXOTICS is for use in connection with

automobiles and structural parts therefor in Class 012 and the '113 registration for the mark CAN-AM is

for use in connection with land motor vehicles, namely, all terrain vehicles, motorcycles, three-wheeled

motorized vehicles, scooters and structural parts therefor; engines for land vehicles, namely, all terrain

vehicle engines, motorcycle engines, three-wheeled vehicle engines, scooter engines and structural parts

therefor; motorcycles and parts therefor in Class 12, as well as goods and services in Classes 9, 28, 35, 37,

39, 40, 41 and 42.  In contrast, Applicant's mark NUART CAN AM is for use in connection with

automobiles and structural parts therefor; automobile chassis; automobile bodies in Class 12, in addition to

goods in Class 7.

 

            Given the fact that there are many common law uses of the words CAN AM, in addition to the fact

that the classes of goods in Applicant's application are not entirely covered by the cited registrations,

Applicant respectfully submits that the cited registrations are entitled to only a narrow scope of protection

and should not be used to bar Applicant's registration.

 

V.        THE CONSENT AGREEMENT IS PROBATIVE EVIDENCE THAT THERE IS NO

LIKELIHOOD OF CONFUSION BETWEEN APPLICANT'S MARK AND THE CITED

REGISTERED MARKS.



            A consent agreement is 'but one factor to be taken into account with all of the other relevant

circumstances bearing on the likelihood of confusion referred to in §2(d).'  TMEP § 1207.01(d)(viii)

(quoting In re N.A.D. Inc., 754 F.2d 996, 224 U.S.P.Q. 969, 971 (Fed. Cir. 1985)).  Additionally, it is

difficult to find subjectively that confusion will occur when those directly concerned with its occurrence

state that it will not occur.  TMEP § 1207.01(d)(viii) (citing to In re E.I. du Pont de Nemours & Co., 476

F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973)).

            Here, the Examining Attorney uses the consent agreement between the two cited registrants to

refute the Applicant's argument that the wording CAN AM is weak and diluted.  See Final Office Action,

dated April 17, 2012, at p. 4.  In turn, Applicant would also like to use the same consent agreement to

proffer that there is no likelihood of confusion among the three marks.  As supported by the court in In re

E.I. du Pont de Nemours & Co., the fact that the cited registrants "agree that the respective parties' mark,

as well as the goods and/or services in connection with which they are either used or intended to be used,

are sufficiently different to avoid confusion as to either source of origin or sponsorship" should be

conclusive evidence that Applicant's NUART CAN AM mark is sufficiently different from the cited

marks to avoid confusion as well.  If the Trademark Office accepted an agreement between the two cited

registrants attesting to the fact that CAN-AM EXOTICS and CAN-AM are sufficiently different to avoid

confusion, surely the Examiner should accept Applicant's argument that its mark NUART CAN AM is

sufficiently different from each cited mark to avoid confusion, especially given the arguments presented

above.

 

CONCLUSION

    Applicant believes that it has overcome the Examining Attorney's reinstated refusal to register the

instant mark based on an alleged likelihood of confusion, given that: (1) Applicant has demonstrated that

its mark is dissimilar in appearance, sound, meaning and commercial impression from the two cited

marks; (2) Applicant's goods are not closely related to the prior registrants' goods; (3) Applicant's intended

purchasers are highly sophisticated, the intended goods are very expensive and necessitate the exercise of

care when purchasing them; (4) there are a number of common law uses of the CAN AM portion of

Applicant's mark; and (5) the language of the consent agreement between the two cited registrants weighs

in favor of also registering Applicant's mark. 

    Accordingly, Applicant respectfully requests reconsideration of the decision to make final the refusal to

approve Applicant's mark for publication and registration.  Applicant believes the arguments for

overcoming the Examining Attorney's refusal to register the instant mark place the instant application in

condition for allowance of which early notice thereof is respectfully sought.  Should any additional fees be

required, please charge Deposit Account No. 062425.
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